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Period for Reply 4 '^ 0 ° ATE ° f MS commun ' cation a PP ears on the cover sheet with the correspondence address 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' ^^^f^-^J^ a + v u ailable f .under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication y 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timelv 

" ™?r^r£^ ?hfS f ' ed f 0V , e 'w" 6 ma ,T Um ? t3tUt0ry Peri ° d Wi " apply and wi " expire SIX < 6 > M0N ™S from the mailing dat o ^communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C S 133) commumcatlon - 

" i n rn r n P 7 [ 6C f i V V J e > ° m ? o t6r than three m0nths after the mailin 9 date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b) «/io«uw3an y 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)EI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD 1 1 453 O G 213 
Disposition of Claims 

4) 03 Claim(s) 2,6-20 and 24-30 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 2,16,24-27 and 30 is/are rejected. 

7) KI Claim(s) 6-15.17-20.28 and 29 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2X2 Certified copies of the priority documents have been received in Application No. . 

3X2 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1)D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-1 52) 

3) |2SJ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3. 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

OI3I6S. 

Claims 2, 16, and 24-27 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Yatsuda. 

Yatsuda discloses in fig. 2 a surface acoustic wave device with electrodes 36 
having increasing width over their lengths. The reference discloses shapes that 
inherently controls the dispersion effect. The method of claims 25 and 26 are inherent 
in the device claims. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yatsuda. 

Yatsuda discloses in fig. 2 a surface acoustic wave device with electrodes 36 
having increasing width over their lengths. The reference discloses shapes that 
inherently controls the dispersion effect. 



The reference does not disclose apodized electrodes. 
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The Examiner takes Official Notice that would have been well known in the art to 
use apodized electrodes for the purpose of weighting the output. 

It would have been obvious to one of ordinary skill in the art to use apodized 
electrodes for the purpose of weighting the output. 

Allowable Subject Matter 

3. Claims 6-15, 17-20, 28, and 29 objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: the claims are directed to novel electrode shapes. 

Response to Arguments 

4. Applicant's arguments filed 7 February 2002 have been fully considered but they 
are not persuasive. 

The Applicant argues that Yatsuda does not relate to interdigital transducers 
(IDTs), but in the next sentence states it "teach[es] about controlling delays of SAW 
waves between IDTs..." in the second paragraph of page 6. The Examiner does not 
fully understand what the Applicant is asserting in this paragraph. The Examiner agrees 
that Yatsuda does not teach the same function for the electrodes as the present 
invention, but the courts have found that claims directed to apparatus must be 
distinguished from the prior art in terms of structure rather than function. In re Danly, 
263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a 
device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
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F.2d 1464, 1469, 15 USPQ2d 1525,1528 (Fed. Cir. 1990). It is the Examiner's position 
that the amended claim language, given its broadest reasonable interpretation, includes 
the structure of fig. 3 of the present invention and that fig. 3 of the present invention 
has the same structure as the device discloses in Yatsuda. Further, it is the Examiner's 
position that Yatsuda inherently discloses the same function because they have the 
same structure. The court has stated mere recognition of latent properties in the prior 
art does not render nonobvious an otherwise known invention. In re Wiseman, 596 F.2d 
1019, 201 USPQ 658 (CCPA 1979) (Claims were directed to grooved carbon disc 
brakes wherein the grooves were provided to vent steam or vapor during a braking 
action. A prior art reference taught noncarbon disc brakes which were grooved for the 
purpose of cooling the faces of the braking members and eliminating dust. The court 
held the prior art references when combined would overcome the problems of dust and 
overheating solved by the prior art and would inherently overcome the steam or vapor 
cause of the problem relied upon for patentability by applicants. Granting a patent on 
the discovery of an unknown but inherent function (here venting steam or vapor) "would 
re-move from the public that which is in the public domain by virtue of its inclusion in, or 
obviousness from, the prior art." 596 F.2d at 1022, 201 USPQ at 661.). Because the 
Yatsuda reference discloses all the structural limitations of the present invention, the 
rejection is maintained. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter M Medley whose telephone number is 703-305- 
0494. The examiner can normally be reached on Monday-Friday 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor Ramirez can be reached on 703-308-1371. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3432 
for regular communications and 703-305-3432 for After Final communications. 



Application/Control Number: 09/685,718 Page 6 

Art Unit: 2834 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 



July 26, 2002 ' NESTOR RAMIREZ 

SUPERVISORY PATENT (EXAMINER 
TECHNOLOGY CENTER 2800 



